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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

Sushil Sadh, 

     Petitioner, 

 

v. 

 

My Taxes, LLC, 

     Respondent. 

 

 

     Cancellation No. 92057326 

 

     Registration No. 3415748 

 

     Mark: MYTAXES 

 

PETITIONER’S MOTION FOR SANCTIONS IN THE FORM OF  

DEFAULT JUDGMENT  

 

 Pursuant to TBMP §527 and 37 C.F.R. §2.120(g), Petitioner, Sushil Sadh 

(“Petitioner”), by its attorneys, Lewis & Lin, LLC, respectfully moves the Board for 

sanctions in the form of default judgment against Respondent, My Taxes, LLC 

(“Respondent”), for failure to comply with an order from the Board compelling 

discovery.  In support of this motion, Petitioner states as follows: 

 

BACKGROUND 

A.  Events Leading Up To Petitioner’s Motion to Compel Discovery 

 On June 12, 2013, Petitioner filed this Cancellation action against Respondent’s 

MYTAXES registration, which covers “tax preparation” services in International Class 

35, as set forth in the Petition for Cancellation.   

 

 On January 30, 2014, Petitioner served Respondent with a First Set of 

Interrogatories and a First Set of Document Requests (together, “Petitioner’s Discovery 

Requests”).  See Exhibit A (Petitioner’s Motion to Compel and Exhibit B therein 

containing Petitioner’s Discovery Requests).  Further, upon Respondent’s request, 

Petitioner agreed to extend the deadline for responses to Petitioner’s Discovery Requests 

to March 21, 2014. See Exhibit A (Petitioner’s Motion to Compel and Exhibit C therein 

showing all correspondence between Petitioner’s counsel and Respondent’s counsel 
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dated January 30, 2014 through July 2, 2014).  Respondent failed to respond by March 

21, 2014.   

 

On March 24, 2014, Respondent’s counsel proposed settlement and a formal 

written proposal was emailed to Petitioner’s counsel on April 23, 2014.  See Exhibit A 

(and Exhibit C therein).  This would also be the last date of communication from 

Respondent until being compelled to respond by Order of the Board (more on that 

below).  On April 23, 2014, Petitioner’s counsel sent a response to Respondent’s counsel 

regarding terms to a proposed settlement agreement for which a response was never 

received.  See Exhibit A (and Exhibit C therein).  Follow up emails and voicemails to 

Respondent’s counsel in May, June and July 2014 all also went unanswered.  See Exhibit 

A (and Exhibit C therein).  As a result, Petitioner filed Motion to Compel Discovery on 

July 15, 2014.  On September 29, 2014, the Board granted Petitioner’s Motion to Compel 

and directed Respondent to serve responses to Petitioner’s Discovery Requests “in full 

and without objection on the merits” within 20 days.   

 

B.  Events Post Order Granting Petitioner’s Motion to Compel 

 On October 16, 2014, more than 6 months after Respondent’s April 23, 2014 

email, Petitioner received written non-substantive and non-verified (not signed under 

oath) responses to Petitioner’s Discovery Requests from Respondent’s counsel.  See 

Exhibit B (Respondent’s Responses to Petitioner’s Discovery Requests).  Respondent’s 

Responses were virtually nonresponsive to Petitioner’s Discovery Requests.  See Id.  On 

October 30, 2014, Petitioner’s counsel sent Respondent’s counsel a letter noting the 

numerous deficiencies in Respondent’s responses to Petitioner’s interrogatories and 

requests for production.  See Exhibit C (Petitioner’s Deficiency Letter).  Petitioner’s 

counsel requested substantive supplemental responses by November 12, 2014.  See 

Exhibit C (Petitioner’s Deficiency Letter).  

 

 On November 12, 2014, Petitioner’s counsel sent a reminder via email to 

Respondent’s counsel requesting confirmation that responses to Petitioner’s Discovery 

Requests would be forthcoming.  See Exhibit D (Email from Petitioner’s counsel).  As of 
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the filing date of the instant motion, Respondent has not responded to Petitioner 

deficiency letter and request for supplemental and substantive responses.  In fact, the sole 

communication received from Respondent since its April 23, 2014 settlement proposal 

has been its wholly deficient and irrelevant October 16 discovery responses.  That is a 

span of nearly seven (7) months with one communication from Respondent during 

ongoing proceedings, and that sole response only came as a result of an Order from the 

Board.  All of which necessitates the filing of the instant motion for sanctions in the form 

of default judgment.    

 

ARGUMENT 

Respondent’s Failure to Comply with the Board’s Order Compelling Discovery is 

Sanctionable and Warrants Entry of Default Judgment 

 

 “If a party fails to comply with an order of the Board relating to discovery, 

including … an order compelling discovery, the Board may enter appropriate sanctions, 

as defined in 37 CFR § 2.120(g)(1).”  See TBMP §527.01(a) and 37 CFR § 2.120(g)(1).  

Further, “[t]he sanctions which may be entered by the Board include, inter alia, striking 

all or part of the pleadings of the disobedient party; refusing to allow the disobedient 

party to support or oppose designated claims or defenses; prohibiting the disobedient 

party from introducing designated matters in evidence; and entering judgment against 

the disobedient party. Default judgment is a harsh remedy, but may be justified where no 

less drastic remedy would be effective and there is a strong showing of willful evasion.”  

Id. (emphasis added); See F.R.C.P. 37(b)(2)(A)(vi); see also MHW Ltd. v. Simex, 

Aussenhandelsgesellschaft Savelsberg KG, 59 USPQ2d 1477 (TTAB 2000) (repeated 

failure to comply with orders and unpersuasive reasons for delay resulted in entry of 

judgment); Baron Philippe de Rothschild S.A. v. Styl-Rite Optical Mfg. Co., 55 USPQ2d 

1848, 1854 (TTAB 2000) (pattern of dilatory conduct indicated willful disregard of 

Board order and resulted in entry of judgment); Caterpillar Tractor Co. v. Catfish 

Anglers Together, Inc., 194 USPQ 99 (TTAB 1976) (judgment entered where applicant 

provided no reason for not complying with Board order compelling discovery).   

  

 In the instant proceeding, Respondent has failed to provide any substantive 
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responses to Petitioner’s Discovery Requests, which were served on Respondent nearly 

one (1) year ago on January 30, 2014.  Respondent’s failure to respond to Petitioner’s 

Discovery Requests are in direct violation of its obligations under TBMP §523 and 37 

CFR §2.120(e) and a blatant disregard of the Board’s September 29, 2014 Order to 

Compel.  

 

 At issue in this dispute is whether Respondent has abandoned its MYTAXES 

trademark.  Respondent has not submitted any documentary evidence to demonstrate its 

use of a MYTAXES mark in U.S. commerce.  Petitioner has repeatedly requested 

documentary evidence demonstrating any activities regarding marketing, advertising and 

rendering of tax preparation services under a MYTAXES mark in U.S. commerce. 

Respondent has not produced any responsive documents concerning same.  Not even a 

single invoice to a customer has been produced.  Instead, Respondent has repeatedly 

ignored Petitioner’s good faith efforts to permit compliance with the Board’s Order by 

failing to adequately respond to the Discovery Requests, which are targeted to each of the 

relevant years to establish whether Respondent’s MYTAXES mark has been used in 

commerce.  Moreover, Respondent’s wholly deficient responses to interrogatories were 

not signed under oath as required by Federal Rules of Civil Procedure.  Thus, Petitioner 

cannot rely upon same as evidence at trial.  Petitioner outlined all of the deficiencies and 

non-responsiveness in its deficiency letter to Respondent.  See Exhibit C (Petitioner’s 

Deficiency Letter).  

 

 Petitioner has been prejudiced by Respondent’s failure to respond to Petitioner’s 

Discovery Requests, as Petitioner is unable to obtain proof to refute or corroborate 

Respondent’s rights and claims in the Cancellation action. Even with the scant, unverified 

responses Respondent provided, it has failed to establish that the subject MYTAXES 

mark and registration is in use in U.S. commerce and has not been abandoned.  

Respondent’s failure to provide proof of its rights and failure to respond to Petitioner’s 

Discovery Requests and disregard of the Board’s Order to Compel has unnecessarily 

protracted the proceedings and hampered Petitioner’s ability to prepare for its trial period, 

which opens on December 13, 2014.  It would be unfair to require Petitioner to proceed 
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further in this case.  Respondent’s non-responsiveness and evasiveness only confirms 

Petitioner’s claim that Respondent abandoned any and all rights to the MYTAXES mark.  

Respondent has abandoned litigating this action much like it abandoned its alleged mark.  

It simply has no evidence to demonstrate otherwise. 

 

 As the discovery period closed without substantive responses to Petitioner’s 

Discovery Requests, Petitioner has been further precluded from conducting follow up 

discovery, which may be necessitated by Respondent’s responses to the outstanding 

discovery.  Accordingly, Respondent is without any justification for disregarding the 

Board’s Order to Compel and ignoring Petitioner’s Discovery Requests and all 

communications since April 23, 2014.  Any prejudice that Respondent may experience 

from a default judgment being entered is self-inflicted and warranted.  Petitioner hereby 

requests that the Board sanction Respondent in the form of a default judgment. 

 

CONCLUSION 

 

 As Petitioner is entitled to responses to Petitioner’s Discovery Requests, which 

are vital to the case at hand, and Respondent has blatantly disregarded the Board’s Order 

to Compel, Petitioner respectfully requests that the Board issue an Order entertaining a 

default judgment against Respondent and sustaining the instant Cancellation action. 

 

 Petitioner also respectfully requests that the Board suspend proceedings ahead of 

Petitioner’s Pretrial Disclosures deadline of November 28, 2014 pending the Board’s 

decision concerning the instant motion. 

 

        Sushil Sadh 

 

_____/Roberto Ledesma/_______ 

 

Roberto Ledesma 

                                                                               Brett E. Lewis 

                                                                                Lewis & Lin, LLC 

                                                                                    45 Main St. Suite 608 

                                                                                   Brooklyn, NY 11201 
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                                                                        718-243-9323 

                                   Attorneys for Petitioner 

Date:  November 20, 2014 

 

 

 

CERTIFICATE OF SERVICE 

 

 I hereby certify that the foregoing document was served upon Respondent this 

20
th

 day of November, 2014, by mailing a copy thereof via first-class mail, postage pre-

paid, to Respondent’s counsel, ROBERT R. THUSS, THUSS LAW OFFICE LLC, PO 

BOX 589, SWANSEA, SC 29160. 

 

       ____/Roberto Ledesma/_____ 

       Roberto Ledesma 

 
















































































































































































































